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DETAILED ACTION 

The examiner reviewing your application at the PTO has changed. To aid in correlating any 
papers for this application, all further correspondence regarding this application should be 
directed to examiner Sarae Bausch. 

1. Currently, claims 1-7, 10-11, 21-24, 27-30, 52, 63-64, and 69 are under examination in 
the instant application. Claim 52 has been amended to depend on claim 64 and is under 
examination. Claims 8-9, 12-20, 25-26, 31, 33-43, 46-51, 53, 55-62 and 65-68 have been 
withdrawn. Claims 32, 44-45, and 54 have been canceled. All the amendments and arguments 
have been thoroughly reviewed but were found insufficient to place the instantly examined 
claims in condition for allowance. The following rejections are either newly presented, as 
necessitated by amendment, or are reiterated from the previous office action. Response to 
arguments follow. This action is FINAL. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Withdrawn Rejections 

3. The rejections of claim 1, under 35 U.S.C. 1 12, second paragraph, made in section 9, 
page 3 of the previous office action, is withdrawn in view of the amendment to the claims. 

4. The rejections of claims 2, 4, 22, and 64, under 35 U.S.C. 112, second paragraph, made 
in section 11, page 3 of the previous office action, is withdrawn in view of the amendment to the 
claims. 

5. The rejections of claim 3, under 35 U.S.C. 112, second paragraph, made in section 12, 
page 4 of the previous office action, is withdrawn in view of the amendment to the claims. 
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6. The rejections of claims 10, 11, 27, and 28, under 35 U.S.C. 1 12, second paragraph, made 
in section 14, page 4 of the previous office action, is withdrawn in view of the amendment to the 
claims. 

7. The rejections of claims 2, 4, 10-11, 22, 27-29, and 64, under 35 U.S.C. 103, made in 
section 18 and 19, pages 5-10 of the previous office action, is withdrawn in view of the 
amendments to the claims. 

New Grounds of Rejections 

8. Claims 1, 3, 5-7, 21, 23-24, 30, 63 and 69 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ling et al. {Hort Science, 1997) in view of Barcaccia et al. {Journal of 
Horticultural Science and Biotechnology, 1999 74(2): 243-50), as defined by Dice (Ecology, 
1945). It is noted that the Barcaccia et al. reference was provided in the information disclose 
statement submitted by applicants on 09 September 2004. 

Ling et al. teaches a method of distinguishing genetic relationships and diversity between 
Poinsettia cultivars, including breeding family 'Freedom' (instant claim 5). The method utilizes 
RAPD analysis to distinguish the identities between Poinsettia cultivars in order to "alleviate 
some of the confusion of cultivar identity associated with morphological characteristics and 
multiple cultivar registrations" (p. 124, i st -2 nd column). Figure 3 displays the amplified 
restriction fragments generated by RAPD analysis and figure 1 demonstrates the cultivar 
relationships. The collection of RAPD data, or database as require in claim 28, enables the 
computation of the displayed cultivar relationships both in Figure 1 and 2. Ling et al. teach that 
the RAPD markers can be used for identification of poinsettia cultivars and that the results 
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indicate that RAPD can be used to determine the genetic relationships among cultivars and to 
estimate genetic diversity between cultivars (page 124, 1 st full paragraph). Ling et al. does not 
teach the AFLP method steps to distinguish genetic relationship or diversity. 

Barcaccia et al teach a method using an AFLP marker protocol to distinguish genetic 
relationships and diversity of Pelagorium peltatum, an ornamental asexual plant. Barcaccia et al. 
teach using AFLP to generate a fingerprint of each plant (page 245, AFLP markers) and 
determine the identity/diversity by calculating the genetic dissimilarly estimate (GDE) in all pair 
wise comparisons using the formula by Dice et al (1945) (page 245-6, Data collection and 
analysis) (instant claims 63 and 69). Barcaccia et al. teach digesting genomic DNA with EcoRI 
and Mse I (page 245, 1 st column, 4 th full paragraph) (instant claims 7, 24), which have 
tetranucleotide and hexanucleotide recognition sites (instant claims 6, 23). The genetic 
dissimilarity of P. peltatum is shown in Table III, determining the diversity of the nine plants and 
the recovered flower (page 248) (instant claims 3 and 21). Dice defines the values or scores 
range from 0 to 1 where 0 indicates dissimilarity and 1 indicates similarity (pp. 298-99, bridging 
paragraph). Barcaccia teaches all calculations and analyses were conducted on Numerical 
Taxonomy and Multivariate Analysis System (NTSYS-pc) (page 246, 1 st full paragraph, 1 st 
column) (instant claim 30). Barcaccia et al. also teach RAPD marker analysis but teaches that 
banding patterns were not reproducible in subsequent replicated PCR experiments and therefore, 
not useable in molecular comparison with the plants (page 247, 2 nd column, 1 st full paragraph). 
Further, Barcaccia et al. teach using AFLP revealed consistent diversity between the flower 
recovered and each of nine DNA samples (page 247, 2 nd column, last paragraph). Barcaccia et 
al. teach that AFLP fingerprinting combines the reliability of RFLP assay with efficiency of the 
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PCR technique and AFLP markers proved to be much more powerful and reliable tool capable of 
probing a large number of genomic loci per experiment and decimating genetic differences, even 
between phenotypically similar individuals (page 249, 2 nd column, 1 st full paragraph). Barcaccia 
et al. teach using AFLP markers to identify cultivars unambiguously and definitively and are 
effective for calculating the genetic distance between cultivars (page 249, 2 nd column, 3 rd full 
paragraph). 

It would have been prima facie obvious to one of ordinary skill in the art at the time of 
the invention was made to improve the method of identifying poinsettia cultivars by RAPDs 
marker taught by Ling et al. to include the AFLP marker assay as taught by Barcaccia et al. One 
of ordinary skill in the art would have been motivated to improve the method of genetic analysis 
used in Ling et al. from RAPD to the AFLP procedure taught by Barcacci et al. because Barcacci 
et al. teaches of the advantages of using the AFLP procedure to analyze genetic relationships and 
diversity in ornamental plants in order to obtain reproducible, reliable, efficient results. Further, 
Barcacci et al. motivates the ordinary artisan to use the AFLP technique because Barcacci et al. 
teaches that using AFLP fingerprinting combines the reliability of RFLP assay with efficiency of 
the PCR technique and AFLP markers proved to be much more powerful and reliable tool 
capable of probing a large number of genomic loci per experiment and discrimating genetic 
differences, even between phenotypically similar individuals (page 249, 2 nd column, 1 st full 
paragraph). The ordinary artisan would have had a reasonable expectation of success in using 
AFLP marker assay taught by Barcaccia in the method taught by Ling et al. of Poinsettia cultivar 
genetic analysis because Barcaccia et al. teach using AFLP markers to identify cultivars 
unambiguously and definitively and teaches that AFLP markers have the ability to identify new 
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cultivars to determine their diversity with respect to previously registered cultivars of decorative 
plants (ornamental plants) (page 249, 2 ml column 3 rd full paragraph). 

Maintained Rejections 
Claim Rejections - 35 USC § 103 

9. . The rejection of claims 1, 3, 5-7, 21, 23-24, 30, 63 and 69 under 35 USC §103(a) as being 
unpatentable over Ling et aL (HortScience, 1997) in view of Sukhwinder et al. (Crop 
Improvement, 1998), as defined by Dice (Ecology, 1945) in section 18, pages 6-8 of the previous 
office action, is maintained and incorporated herein (see pages 6-8 of previous office action, 
mailed 3/10/2004). 

Response to Arguments 

10. The response traverses the rejection on the grounds that the office has failed to establish a 
prima facie case of obviousness. The response traverses that it would not have been obvious at 
the time of the invention to use AFLP analysis to evaluate genetic relationships in poinsettia 
plants. The response asserts that the use of AFLP in rice is distinct from its application to 
poinsettias, asserting that rice is a sexually reproducing crop with a broad genetic pool and the 
study of rice genetics is quite advanced in contract to a limited number of molecular studies 
performed with floral crops. The response asserts that AFLP analysis just recently has been used 
on ornamentals and it was not obvious at the time of the invention to use AFLP to study genetic 
fingerprint of poinsettias. The response further asserts that there would have been no reasonable 
expectation for the ordinary skilled worker that one would be able to apply AFLP analysis to 
determine genetic relationships among poinsettia cultivars. These arguments have been 
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thoroughly reviewed but were not found persuasive. While Sukhwinder et al. does not teach 
using AFLP to determine genetic relationships for poinsettias cultivars, it would have been 
obvious to one skilled in the art at the time of the invention to use AFLP method taught by 
Sukhwinder to determine genetic relationships for poinsettias cultivars because Sukhwinder et al. 
teaches that although other fingerprinting methods such as RFLP and RAPD assays had been 
commonly used to discriminate various cultivars, the new technique of using AFLP "combines 
reliability and robustness of RFLP and strength of PCR techniques". Therefore, one of skill in 
the art would have been motivated to use the method of Sukhwinder et al. with poinsettia 
cultivars as Sukhwinder et al. suggest that this new technique can discriminate various cultivars, 
which could include poinsettia cultivars. 

The response further traverses that the primary reference of Ling et al. does not disclose 
or suggest a method of determining genetic relationship or differences bet ween a large number of 
genetically similar cultivars. This argument has been thoroughly reviewed but was not found 
persuasive as Ling et al. does teach a method of estimating a genetic relationship between a 
poinsettia plant and a known poinsettia cultivar. In response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that the features upon 
which applicant relies (i.e., determining a genetic relationship between a large number of 
genetically similar cultivars) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See/w re Van Geuns, 988 F.2d 1 181,-26 USPQ2d 1057 (Fed. Cir. 1993). 
The claims recite a method of estimating a genetic relationship between a poinsettia plant and a 
known poinsettia cultivar and therefore the traversal is not found persuasive. 
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The response asserts that the application of AFLP analysis of poinscttia plants was not 
straightforward, that one of ordinary skill would have expected that poinscttia would have 
essentially no intracultivar variability and that neither the prior art of Ling et al, Sukhwinder et 
al, nor Dice, alone or in combination, disclose or suggest it would be possible to overcome the 
interfering effects of intracultivar variability or teach a method of doing so as was achieved by 
the present invention. The response asserts that the instant application focuses on the quality of 
polymorphisms rather than just the quantity. This argument has been thoroughly reviewed but 
was not found persuasive because the claims do not recite the AFLP analysis that overcomes the 
interfering effects of intracultivar variability nor do the claims recite the "quality of 
polymorphisms rather than just the quantity" for determining genetic relationships. The claims 
are broadly drawn to a method of estimating a genetic relationship between a poinsettia plant and 
a known poinsettia cultivar and the prior art, in combination, teaches the method as recited by the 
instant pending claims. The claims are not drawn to a method of detecting intracultivar 
variation. The response asserts that is was not at all obvious that polymorphisms could be 
identified that indicate cultivar similarity and differences nor track breeding history or pedigree 
of plants. The response further asserts that the Ling reference used poinsettia cultivars from 
different families and did not in any way evaluate whether genetic fingerprinting correlates with 
pedigree. In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e,, determining 
pedigree of poinsettia and breeding history) are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are not read 
into the claims. SeeT/i re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). The 
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claims recite a method of estimating a genetic relationship between a first poinsettia plant to a 
poinsettia plant that is a representative member of a specific breeding family. The claims do not 
recite a determining a pedigree or breeding history of poinsettias and therefore the traversal is 
found unpersuasive. 

Further, the response cites a work by Parks and Moyer for support in the response to the 
first office action. However, the submission of Parks and Moyer require a declaration or 
affidavit form as stated in the MPEP, section 716.02(g): 

"The reason for requiring evidence in declaration or affidavit form is to obtain the 
assurances that any statements or representations made are correct, as provided by 35 
U.S.C. 25 and 18 U.S.C. 1001." Permitting a publication to substitute for expert 
testimony would circumvent the guarantees built into the statute. Ex parte Gray, 10 
USPQ2d 1922, 1928 (Bd. Pat. App. & Inter. 1989). 

For these reasons, and the reasons made of record in the previous office actions, the 
rejection is maintained . 



11. Claims 1, 3, 5-6, 21, 23, 30, 63 and 69 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ling et al. (HortScience, 1997), in view of Barker et al. (Genome, 1999) as 
defined by Tullos (Offprint from Palm ME and IH Chapela, eds, 1997) in section 19, pages 8-10 
of the previous office action, is maintained and incorporated herein (see pages 8-10 of previous 
office action, mailed 3/10/2004). 
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Response to Arguments 
The response traverses that it would not have been obvious to one of ordinary skill in the 
art at the time of the invention was made to improve the poinsettia cultivar genetic analysis 
method of Ling et al. and modify the RAPD using AFLP techniques as per the teachings of 
Baker et al. The response asserts that Barker et al. uses RAPD and AFLP to characterize genetic 
diversity in 19 willow cultivars and the willow cultivars is a crop plant and distinguishable from 
an ornamental plant. The response asserts that the work of Barker et al. with willow cultivars 
can not render the instant application obvious with respect to AFLP assay for genetic analysis of 
poinsettias. This argument has been thoroughly reviewed but was not found persuasive because 
the willow is an asexual plant, like the poinsettia, and the genetic variation, regardless of the 
origin of DNA, is analyzed and evaluated in the same manner. Barker et a I. teach the AFLP 
assay "revealed more genetic diversity and discriminated between closely related clones" (p. 
182, 1 st column, 2 nd paragraph) and therefore the ordinary artisan would have been motivated to 
use the assay of AFLP to determine genetic variation in poinsettias. Further, the response cites a 
work by Parks and Moyer for support in the response to the first office action. However, the 
submission of Parks and Moyer require a declaration or affidavit form, as st ated in the MPEP, 
section 716.02(g): 

"The reason for requiring evidence in declaration or affidavit form is to obtain the 
assurances that any statements or representations made are correct, as provided by 35 
U.S.C. 25 and 18 U.S.C. 1001." Permitting a publication to substitute for expert 
testimony would circumvent the guarantees built into the statute. Ex parte Gray, 10 
USPQ2d 1922, 1928 (Bd. Pat. App. & Inter. 1989). 
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For these reasons, and the reasons made of record in the previous office actions, the 
rejection is maintained . 

Conclusion 

Claims 2, 4, 10, 11, 22, 27-29, 52, and 64 are free of the cited prior art and are objected to for 
being dependent on rejected claims. The claims would be allowable if rewritten with all claim 
limitations from claims which they depend. 

Claims 1, 3, 5-7, 21, 23-24, 30, 63 and 69 are not allowable over the cited prior art. 

Any inquiry concerning this communication or earlier communicaiions from the 
examiner should be directed to Sarae Bausch whose telephone number is (571) 272-2912. The 
examiner can normally be reached on M-F 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Jones can be reached on (571) 272-0745. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at (866) 217-9197 (loll-free). 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to (571) 272-0547. 
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Patent applicants with problems or questions regarding electronic images that can be viewed in die Patent Application Information 
Retrieval system (PAIR) can now contact the USPTO's Patent Electronic Business Center (Patent liBC) tor assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The loll free number is (866) 217-9! 97. When calling please have your 
application serial or patent number, the type of document you are having an image problem with, the number of." pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of the problem within 5-7 business days. Applicants 
can also check PAIR to confirm that the problem has been corrected. The USPTO's Patent Electronic Business Center is a complete service 
center supporting all patent business on the Internet. The USPTO's PAIR system provides Internet-based access to patent application status and 
history information. It also enables applicants to view the scanned images of their own application file fblder(s) as well as general patent 
information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 
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